THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 16

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte RAGHAVAN RAJAGOPALAN, W LLI AM L. NEUMANN
and DENNI'S L. NGOSCO

Appeal No. 94-2280
Application 07/627, 175

ON BRI EF

Bef ore GARRI S, PAK and OWNENS, Adm nistrative Patent Judges.

OVNENS, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe examner’s final rejection of
clains 1 and 2. Cdains 3-16, which are all of the other

claims remaining in the application, have been w thdrawn from

! Application for patent filed Decenber 14, 1990.
-1-



Appeal No. 94-2280
Application 07/627, 175

consi deration by the exam ner as being directed toward a
nonel ected i nventi on.

THE | NVENTI ON

Appel l ants’ claimed invention is a ligand which is useful
for formng radi onuclide conplexes. Caim1lis illustrative
of the subject matter of the invention and is appended to this
deci si on.

THE REJECTI ON

Clainms 1 and 2 stand rejected under a judicial doctrine

as being directed to an inproper Markush group.
CPI NI ON

We have carefully considered all of the argunents
advanced by appellants and the exam ner and agree with
appel l ants that the aforenentioned rejection is not wel
founded. Accordingly, this rejection will be reversed.

The test for whether a Markush group is proper is whether
all of the conpounds in the group have in comon a functiona
utility and a substantial structural feature disclosed as

bei ng essential to that utility. See In re Harnisch, 631 F.2d

716, 722, 206 USPQ 300, 305 (CCPA 1980): Ex parte Della Bella,
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7 USPQ2d 1669 (Bd. Pat. App. 1984); Ex parte Hozum , 3 USPQd

1059, 1060 (Bd. Pat. App. 1984).

In the present case, all of the |Iigands have in conmon
the functional utility of form ng radi onuclide conpl exes, and
share the substantial structural feature of repeating
nmet hyl ene units separated by an N, P or As atom which
appel l ants’ disclosure indicates is essential to that utility.
The exam ner’s rejection therefore will not be sustained.

DECI SI ON

The rejection of clains 1 and 2 under a judicial doctrine

as being directed to an i nproper Markush group is reversed.

REVERSED

BRADLEY R GARRI S
Adm ni strative Patent Judge

CHUNG K. PAK
Adm ni strative Patent Judge
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